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REMARKS 



A. Request for Reconsideration 

Applicants have carefully considered the matters raised by 
the Examiner in the outstanding Office Action but remain of the 
position that patentable subject matter is present. Applicants 
respectfully request reconsideration of the Examiner's position 
based on the enclosed Declaration of Mr. Narito Goto and the 
following remarks. 

B . Claim Status 

Claims 1-36 are presented for further prosecution. Claims 
18-36 have been allowed. Claims 1-17 have been rejected based 
on the prior art. Claim amendments have not been made at this 
time. 



C . Claim Rejections 

Claims 1-17 had been rejected as being unpatentable over 
Murray <U.S. 5,686,228) and Yamada (U.S. 6,586,170). Murray had 

been cited to teach a photothermographic material having the 
ortho reducing agent Permanax WSO (col. 19, lines 3-4 of 
Murray) . Yamada had been cited to teach that ortho reducing 
agents are equivalent to para reducing agents (see formula (A) 
in col. 61 and formula (R-I) in column 62 of Yamada) . The 
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Examiner stated that it would be obvious to replace the ortho 
reducing agent Permanex WSO with the para reducing agent (R-I) 
of Yamada based on the teachings of Yamada. 

Claims 1-17 had been rejected as being unpatentable over 

Yamada. Yamada had been cited to teach a photothermographic 

material having an alkene derivative (cols. 2-12 of Yamada) . 

The Examiner recognized that Yamada does not disclose the 
substituent R 02 of the claimed formula (1) represented by a 
methyl group, an ethyl group, a -C(CH 3 ) 3 group, a cyclohexyl 
group, a propyl group or a -CH(CH 3 )2 group, but the Examiner 

stated that the alkene derivatives of Yamada are obvious 
variants of the substituent R 02 formula (1). 

Applicants have performed additional tests to demonstrate 
the superiority of the claimed invention compared to the 
teachings of Murray and Yamada. These tests are presented in 
the enclosed declaration of Mr. Narito Goto. 

1 . The ortho reducing agent Permanax WSO is not equivalent to 
the para reducing agent of formula (2a) 

To respond to the rejection based on the combination of 
Murray and Yamada, Mr. Goto performed additional tests to 
demonstrate that the ortho reducing agent Permanax WSO of Murray 
is not equivalent to the para reducing agent of formula (2a) 
when employed in the present invention. Thus, these tests 
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demonstrate that the combination of the claimed formula (1) and 
formula (2a) produce unexpected results. 

Mr. Goto prepared Inventive sample 107 of the enclosed 
declaration in the same manner as sample 107 in Table 2 on page 
253 of the present application. Inventive sample 107 contained 
a compound of formula (1) and compound (2)-l of formula (2a) of 
the present invention. Compound (2)-l of formula (2a) is a para 
reducing agent as shown on page 44 of the application. 

Mr. Goto prepared Comparative sample 900 in the same manner 
as Inventive sample 107, except that the para reducing agent 
compound (2)-l was replaced by the ortho reducing agent Permanax 
WSO appearing in col. 19 of Murray. Thus, Comparative sample 
900 contained an ortho reducing agent in combination with a 
compound of formula (1), while Inventive sample 107 contained a 
para reducing agent in combination with a compound of formula 
(1) • 

Mr. Goto evaluated Inventive sample 107 and Comparative 
sample 900 in accordance with the evaluation method of example 1 
of the present application. The evaluation results are 
illustrated in Table 9-1 of the enclosed Declaration. 

As shown in Table 9-1, Inventive sample 107 was superior to 
Comparative sample 900 in terms of photographic fog, sensitivity 
and image stability. Thus, Table 9-1 demonstrates that the 
ortho reducing agent Perraanex WSO is not equivalent to a para 
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reducing agent of formula (2a) when employed in the present 
invention. 

Mr. Goto declared in par. 7 of the declaration that the 
skilled person would be surprised that a photothermographic 
material would be improved by employing the para reducing agent 
of formula (2a) of the present invention instead of the Permanax 
WSO ortho reducing agent of Murray. Mr. Goto also declared that 
he believes that the results of the present invention produced 

by the combination of formula (1) and formula (2a) is unexpected 

based on the teachings of Murray and Yamada. 

2 . The alkene derivatives of formula (1) having the specific 
R 02 substituent are not equivalent to the other alkene 

derivatives in columns 2-12 of Yamada 

To respond to the rejection based on Yamada alone, Mr. Goto 
has performed tests to demonstrate that the alkene derivatives 
of formula (1) with R 0 2 has methyl, ethyl, -C(CH 3 ) 3 , cyclohexyl, 
propyl or a -CH(CH 3 ) 2 are superior to the other alkene 
derivatives of columns 2—12 of Yamada when employed in the 
present invention. 

Mr. Goto prepared samples 901-92 6 in the same manner as 
sample 1* of example 3 in column 90 of Yamada, except that 4.4 x 
10' 5 mol of the alkene derivatives shown in Table 9-2 of the 
enclosed Declaration and 3.5 x 10“ 5 mol of compound R-I-5 in 
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Table 23 of col. 64 of Yamada were further respectfully added. 
The substituent R 02 in Inventive samples 901-906 was respectively 
methyl, ethyl, -C(CH 3 ) 3 , cyclohexyl, propyl and -CH(CH 3 ) 2 - The 
alkene derivatives of samples 907-926 were randomly selected 
from cols. 5-12 of Yamada. 

Mr. Goto evaluated samples 901-926 in accordance with the 
evaluation method of example 1 of the present application, 
except that the materials were exposed using a semi-conductor 
laser with a wavelength of 780 nm. The evaluation results are 
illustrated in Table 9-2 of the enclosed declaration. 

As shown in Table 9-2, Inventive samples 901-906 having a 
compound of formula (1) with R 02 as methyl, ethyl, -C(CH3) 3 , 
cyclohexyl, propyl or -CH(CH 3 )2 were superior to Comparative 
samples 907-926 having the other alkene derivatives of cols. 5- 
12 of Yamada. Specifically, Inventive samples 901-906 exhibited 
improved photographic fog, improved photographic fog, 
sensitivity and image stability compared to Comparative sample 
907-926. 

Mr. Goto declared in par. 12 of the declaration that those 
in the art would be surprised that a compound of formula (1) 
having the specific R 02 substituent would produce a superior 
photothermographic material compared to materials having the 
alkene derivatives of Yamada with a different Ro 2 - Mr. Goto also 
declared in par. 12 that the results of the present invention 
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produced by the combination of formula (1) and formula (2a) is 
unexpected based on the teachings of Yamada. 

D. Conclusion 

In view of the foregoing and the enclosed, it is 
respectfully submitted that the application is in condition for 
allowance and such action is respectfully requested. Should any 
extensions of time or fees be necessary in order to maintain 
this Application in pending condition, appropriate requests are 
hereby made and authorization is given to debit Account # 02- 

2275. 

Respectfully submitted, 

LUCAS & MERCANTI, LLP 

By: 

475 Park Avenue South, 15 th Floor 
New York, NY 10016 
Tel. # 212-661-8000 



Enel: Executed Declaration of Mr. Narito Goto signed on 

July 10, 2006 
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